PATENT APPLICATION 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE ^Sfrl 2- 

In re application of Gerard CAILLE, et al. Docket No. Q57408 /0 ^Y^) 

Appln.No. 09/462,415 Group Art Unit 2685 t\~[S < 
Confirmation No. 5068 Examiner Naghmeh MEHRPOUR 
Filed January 10, 2000 
For: MICROWAVE CIRCUIT WITH PLANAR FILTER 

REQUEST TO STRIKE ADVISORY ACTION 

and 

REQUEST FOR ENTRY OF AMENDMENT 

and 

REQUEST FOR EXAMINATION OF AMENDED CLAIMS 

Commissioner for Patents 
Washington, D.C. 2023 1 


Sir: 

In the above-identified application, a non-final Office Action was mailed by the USPTO 
on December 4, 2002. Applicant duly filed a response under 37 C.F.R. § 1. 1 1 1 on January 30, 
2003. 


CERTIFICATE OF FACSIMILE TRANSMISSION 
I hereby certify that this correspondence of 4 pages, including this page and a 1-page exhibit, is 
being facsimile transmitted to the Patent and Trademark Office Fax No. 703-872-9314 on April 
9, 2003. 



Please call attention to problems with this transmission by return fax (202-293-7860) or telephone (202-293-7060). Thank you. 
The information contained in this communication is confidential, may be attorney-client privileged, and is intended only for the 
use of the addressee. Unauthorized use, disclosure or copying is strictly prohibited and may be unlawful. If you have received 
this communication in error, please immediately notify us. ' • 
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STRIKE ADVISORY ACTION 
US APPLICATION 09/462,415 
ATTY. DOCKET Q57408 

On February 26, 2003, an Advisory Action was mailed by the USPTO indicating that the 
claim amendments included in the response under 37 C.F.R. § 1.1 1 1 filed on January 30, 2003, 
would not be entered because they raised new issues requiring further consideration or search. 

It is respectfully submitted that: 

• The Office Action of December 4, 2002, was not a final action because it does 
not say anywhere that it is final; to the contrary, the Office Action Summary 
sheet plainly indicates that the action was a non-final action (see attached 
exhibit). 

• Since the Office Action of December 4, 2002, was not a final action, Applicant 
was permitted in the ensuing response under 37 C.F.R. § 1. 1 1 1 to amend the 
claims as of right, and did amend the claims in that response ("these claim 
amendments," hereafter). 

• Since Applicant was permitted under the rules to amend the claims as of right, no 
authority under 35 U.S.C. or 37 C.F.R. enabled the Examiner to deny entry of 
these claim amendments. 

• Since the Examiner did not have authority to deny entry of these claim 
amendments, the Advisory Action purporting to deny entry of these claim 
amendments was improper. 

• The issuance of the Advisory Action was not only unauthorized and improper, it 
was an act inconsistent with the procedural rules of the USPTO, inconsistent with 
the Federal Rules, and inconsistent with the United States Code — in short, the 
issuance of the Advisory Action was an arbitrary and capricious act. 

• The Administrative Procedures Act makes it clear that administrative agencies 
such as the USPTO are not permitted to act in an arbitrary and capricious 
manner. 

• Because the USPTO is not permitted to act in an arbitrary and capricious manner, 
and because the issuance of the Advisory Action was an arbitrary and capricious 
act, Applicant respectfully requests that: (1) the Advisory Action be withdrawn, 
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STRIKE ADVISORY ACTION 
US APPLICATION 09/462,415 
ATTY. DOCKET Q57408 


made of no effect, stricken from the record, or otherwise nullified; (2) the 
Amendment filed on January 30, 2003, be entered; and (3) the claims as thus 
amended be fully examined for patentability. 
If it is determined that the foregoing request must be made by way of a Petition, 
Applicant respectfully requests and urges the USPTO to accept the present paper as such a 
Petition, and to charge any necessary petition fee, extension fee, or any other fee required to 
maintain the pendency of the application with the exception of the issue fee, to our Deposit 
Account 19-4880. 

Applicant further urges the USPTO to refund any necessary petition fee and any 
extension fee to Applicant because it was an error on the part of the USPTO that made this 
request necessary, and because Applicant's response to the non-final Office Action within the 
shortened statutory period avoided the need for any extension of time. 



Respectfully submitted, 


SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 


WASHINGTON OFFICE 


■II 


111 


23373 


PATENT TRADEMARK OFFICE 


Date: April 9, 2003 


ENCLOSURE: Exhibit (copy of Office Action Summary) 
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Office Action Summary 


Application No. 
09/462,415 


Applicant^) 


Cattle at tl. 


Examiner 

Naghmeh Mehrpour 


Aft Unit 



- Th* MAUJNQ DATE of thb oommuntottion opp&tn onttw covw sb^et wfifi tf* tx>rr(*pond«ic* *4df*s - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHIS) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- exMmtona of *rm may ba Dvtddbt* ink tt» Fro^ra erf 37CFR 1.136 (at. In rw -v-rt. howavar. may a rapty ba tknaly f fed -fur G)X IK MONTHS from tha 
nWkng die* of thai eammLrtMfton. 

- It lha parted for npry nwctftod abova * tats Chan thirty |30) (toy* o a** within tfw «X*Ulory rnrinun of thirty 1 3d (toys to wi-fcrtd tWy. 

• It HO pared for rvphy b apaerfiad Am, tha modnvn ataMory pwtod wfl appty and *vt3 «o>» SIX (ft) MONTHS from tha rmBrg data o* thh oottxtv#*j«w. 

• ?a3m to rvpry tr» ■« or wctandad cwriod lor rapty bv atatuta. cwm *• appftoabon t» baoema ABANDONED (35 U.6.C. I 1*3). 
. Any p«pfy rw^v«j oy r*o CMaa Own thraa attw th» m**ng cLn» o< tr*» oommurtoation. av*n rt nma>* Mad. may radixa any 

MTMd pattant tarm aOfMrntn. Baa 37 CFB t.704<b). 

Statu* 

1)69 Resporaive to ct)n^unlcation|s) fila^on^gj^^ . 

2a) □ This action is FINAL. f2b)KI This action is non-final , 

3)D Since this application is in conditiorwoTalEviSncoe^ matters, prosecution as to the merits Is 

closed in accordance with the practice under fx parte Quayfe, 1935 CO. 1 1; 453 0-G. 21 3. 
Disposition of Oalmi 

4| 53 Ctaim(s) 1-19 is/are pending in the appBcotion. 


4a) Ot the above, ctaim(s) . 

5) D Oaim<s) 

6) 69 CtaimO) 1-19 

7) D Claimtsl 

8) D Claims 


_ is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 


_ are subject to restriction and/or election requirement. 


Applcettan Paper* 

9) □ The specification is objected to by the Examiner. 


1 0)0 The drawing(s) filed on _ 


, Is/are a)0 accepted or b)D object ad to by the Examiner. 


Applicant may not request that any objection to the drawing (s) be held in abeyance. See 37 CFR 1.85(a). 

1 !)□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are roqulrod in roply to this Office action. 

12) D The oath or declaration Is objected to bv the Examiner. 
Priority under 35 U.S.C. 59 1 19 end 120 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. 5 1 I9{a)-(d) or (f). 
a)D AO b)D Some* c)D None of: 

1 . □ Certified copies of the* priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 


3. D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (POT Rule 17.2(a)). 
•See the attached detailed Office action for a list of the certified copies not received. 

14)D Acknowledgement is made of a daim for domestic priority under 35 U.S.C. I 1 19(e). 

a)D The translation of the foreign language provisional application has been received. 
15>D Acknowledgement is made of a daim for domestic priority under 35 U.S.C. H 120 and/or 1 21 . 
Attachment! •) 

I) 53 Nort0# ■* (PTfraft2) 4) □ Imarviaw Svrwrwy {PTO-*1 3) Papar No{t). 

>| □ Noilea of Draftaparaon'a Pawn* Drawfeo R*vWw (PTO-948) C) Q Nstfca of Worm*! P«a« Aopicatlon (PTO-1 521 

31 □ l> rfu .» mi m> Cwciom Btntgrrwrlta) (PTO- 1 *49) Popar NcrfaJ. 6) □ Cthar 


U. 6. Pctim and Trarianwk Offica 

PTO-326 (Rev. 04-01) 


Office Action Summary 


Part ot Paper No. 9 
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